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§ 1.103(a) - to suspend action in an application. 

§ 1.136(b) - for review of a request for extension of time when the provisions of section 1.136(a) are not available. 
§ 1 .295 - for review of refusal to publish a statutory invention registration. 

§ 1.296 - to withdraw a request for publication of a statutory invention registration filed on or after the date the notice of intent to publish issued. 
§ 1.377 - for review of decision refusing to accept and record payment of a maintenance fee filed prior to expiration of a patent, 
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§ 5.25 - for retroactive license. 
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IN THE UNITED STATES 
PATENT AND TRADEMARK OFFICE 

PATENT APPLICATION 

Applicants: Constantine P. GRIGOROPOULOS/ Nicole R. BIERI^ 
Dimos POULIKAKOS^ Jaewon CHUNG 

Atty. Doc. No.: UCB-6 {BOl-108) 

Serial No.: 10/621.046 Filed: July 16, 2003 

Group Art Unit: 2813 Confirmation No.: 8907 

^ Examiner: Chandra P. Chaudhari 

Title: A METHOD FOR PRODUCING A STRUCTURE USING 
NANOPARTICLES 

Mail Stop Petitions 
Commissioner for Patents . 
P.O. Box 1450 

Alexandria, VA 22313-1450 
SIR: 

SUPPLEMENTAL PETITION PURSUANT TO 
07/27/20*5 ftREUEY 00000016 10621046 35 U.S. C § 184 FOR 

200.00 BETROACTIVE FOREIGN FILING LICENSE 

Petition 




Applicants respectfully petition pursuant 
to 35 U.S. C. § 184 that the foreign filing license granted 
for the above application on November 25, 2003 be given 
retroactive effect to January 9, 2001. RECEIVED 

JUL 2 6 2005 

Supplemental Petition ^ 

OFFICE OF PETITIONS 

On August 11, 2004 Applicants petitioned pursuant 
to 35 U.S. C. § 184 for the retroactive granting of a 
foreign filing license for the above US patent application. 
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Appl. No. 10/621,046 
Supplemental Petition 

Reply to Decision on Request of March 22, 2005 



This petition was denied March 22, 2005 on the grounds that 
the requirements of 35 C.F.R. § 5 . 25 (a) (3) (i, ii, iii) have 
not been met. A copy of the Decision on Request is 
attached. 



attached: 

a) Declaration from Constantine P. Grigoropoulos, the 
lead inventor, and 

b) Declaration from George Wolken, Jr., the lead 
attorney prosecuting the above -identified US patent 
application. 



was or is in effect; ii) A foreign filing license was 
diligently sought following discovery of reasonable grounds 
for seeking one; and iii) An explanation of why the 
material was filed abroad without foreign filing license 
and without deceptive intent. 



and the Petition and materials filed on August 11, 2 004, 
applicants respectfully request that the foreign filing 
license granted on November 25, 2003 be given retroactive 
effect to January 9, 2001. 



The present Supplemental Petition includes the 



These declarations aver that: i) No secrecy order 



In light of the above, the attached Declarations, 



Respectfully submitted. 



July 20, 2005 




Peter L. Michaelson, Attorney 
Customer No. 0072 65 
Reg. No. 30,090 
(732) 530-6671 
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Appl. No. 10/621,046 
Supplemental Petition 

Reply to Decision on Request of March 22, 2005 



MICHAELSON & ASSOCIATES 
Counselors at Law 
Parkway 109 Office Center 
328 Newman Springs Road 
P.O. Box 8489 

Red Bank, New Jersey 07701 



CERTIFICATE OF MAILING under 37 C.F.R. 1.8(a) 

I hereby certify that this correspondence is being 
deposited on July 21^ 2005 with the United States Postal 
Service as first class mail, with sufficient postage, in an 
envelope addressed to Mail Stop Petitions, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 




S ignat ure Reg . No . 



(UCB6SUPPLPETITI0N/ca : 19) 
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UNITED STATES DEPAkTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



FIRST NAMED APPLICANT 



ATTORNEY DOCKET NO.] 



10/621,046 11-Aug-04 CONSTANTINE GRIGOROPOULOS, ET AL. UCB-6 (B01-108) 



Title: A METHOD FOR REPRODUCING A STRUTURE 
USING NANOPARTIGLES 



Correspondence Address: 
PETER L. iWICHAELSON 
MICHAELSON & ASSOCIATES 
PARKWAY 109 OFFICE CENTER 
328 NEWMAN SPRINGS ROAD 
P.O. BOX 8489 

RED BANK. NEW JERSEY 07701 



Art Unit Paper Number 



PATENT &TRAOEMARKOFFICE 

MAILED 

MAR e 2 2005 

LICENSING & RE^/'EW 



Please find attached a communication from the Examiner regarding the 
Petition for Retroactive License under 37 CFR 5.25. 



APR -4 2005 



RECEIVED 

JUL 2 6 2005 
OFFICE OF PEl iTIONS 



United States B\tent and TkAPEMARK Office 



Commissioner for Patents 
United States Patent and"R?ademark Office 

V^AkSHINGlON, D.C. 20 231 

www.usptagov 



In re: GRIGOROPOULOS, et al. :DECISION ON REQUEST 

PetitionFiling Date: August 11, 2004 :UNDER 37 CFR 5.25 . 

Serial No.: 10/621,046 

Docket No.: UCB-6 (B0M08) 

Title: A METHOD FOR PRODUCING A STRUCTURE USING 
NANOPARTICLES 

This is a decision on the petition filed August 11, 2004 for retroactive foKign filing 
license. RtCEIVED 

Decision: Denied ^ ^ ^^^^ 

OFFICE OF rermo^ 

37 CFR 5.25(a) requires the following: 

1. A listing of each of the foreign countries in which the unlicensed patent 

application material was filed, 

2. The dates on which the material was filed in each country, 

3. A verified statement (oath or declaration) containing: 

i. An averment that the subject matter in question was not under a 

secrecy order at the time it was filed abroad, and that it is not 
currently under a secrecy order, 

ii. A shoving that the Hcense has been diligently sought after discovery of 

the proscribed foreign filing, and 

iii. An explanation of why the material was filed abroad through error and 

vsdthout deceptive intent without the required hcense under § 5.11 
first having been obtained, and 
4. The required fee ( § 1.17(h)). 

The petition is Denied at this time in that the petition is defective since the 
requirements set forth in 37 C.F.R. 5.25(a)(3)(i, ii, iii) have not been met. 

Although the Petition of Mr. Michaelson states the facts, background and basis for 
the Petition, there is no verified statement or declaration as to the nature of the 
error, or how and when it was discovered (thereby supporting a showing of 
diligence). The Petition merely states that a review of the facts indicates the 
possibility of an error occurred to invoke legal proceedings. In affect, it is not clear 



from the Petition that the invention was made in the U.S. (i.e. that a foreign fiUng 
license is required) consequently invoking 35 U.S.C. 184 and 185. Petitioners must 
file a declaration(s) containing die pertinent information. Such a statement should 
include averments by those persons responsible for or having personal 
knowledge of the acts regarding filing in a foreign country (which may or may 
not be Mr. Michaelson, depending on his involvement in the foreign filing) and 
should be accompanied by copies of any necessary supporting documents such as 
letters of transmittal or instructions for filing. The acts which are alleged to 
constitute error v^thout deceptive intent should cover the period leading up to 
and including each of the proscribed foreign filings. 

Thus, in the absence of a verified statement including an explanation or showing that 
the license was diligently sought, and that the foreign application was filed through 
error without deceptive intent, the provisions of 37 CFR 5.25 have not been met. 

Accordingly, the provisions of 37 CFR 5.25 not having been fully met, the petition 
is DENIED, and in the absence of any response within 60 days of the mailing date 
of this letter, such denial will be made final and the final action under 35 U.S.C. 
185 will be taken. Extensions of time may be had under 37 C.F.R. 1.136(a). 



RECEIVED 

JIJL 2 6 2005 

omcEOFPETfrms 



IN THE UNITED STATES 
PATENT AND TRADEMARK OFFICE 



PATiaiT APPLICATIONl 

Applicants: Gonstantine P. GRIGORGPOULOS , Nicole R. BIERI, 
Dimos PQULIKAKOS, jaewon CHUNG 

A^fey. Doc. No. : UCB-6.(B01rl08) 

Serial No. : S0#21,O46 Fped: July 16> ^3 

Group Art Unit: 2813 Confirmation No.: 8907 

Examiner: 

Title: A METHOD FOR PRODUC 
NAMOPJ^TICLES 

..Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1*50; 
Alexan<iria> WA 22313-1450 

S I R: 

Declaxatipn of Gonstantine P. Grigoropoulos 
t:./.'.-. in Support of .petition for 

MiBtroactive Woxeicm f iling liiicense 

I, the undersigned Gonstantine P. Grig«ropoulous, hereby 
declare and affirm as follows: 

1. I am the first named inventor for the above- 
identified qs patent application. I a« presently employed 
by the University of California, Berkeley ("UC-B") as 
Professor of Mechanical Engineering in the College^ of 
Engineering. I have held this position for the entire 
period of time described in this deciafation. I have 
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personal knowledge of tbe- facts and ci^^cumsfeances 
surrounding the invention described and claimed in the 
above-referei^ced patent appiil;cation:. • 



2. During th^ spring acadeitiic ter:m of the y^ar 2000 
while on leave from UC-B, I conducted research at the 
Eidgenossische Technische Hochschule ("ETH") in Zurich, 
Switzerland. 

3. This research at ETH resulted in a European 
patent applicationi I participated in the preparation and 
f iiing at tha|s .European. .rpatent apj^icatipn in cooperation 
with ETH and Swiss patent counsel, retained by them. This 
European patent apjpiicatlon was filed on or about January 
ID, 2001. 

■ 4, The subject matter of the European patent 
application was not under a/^ecrec^'6.rder at the time it. 
was filed in Europe^ has not been made the subject of a 
secrecy order subsequent to that date r and is not now J(JL 2 g 2005 
subject to a secrecy order. 

5. if^s of the date the European patent application 
was filedr I believed that the invention described and 
claimed therein resulted from research conducted by me and 
my collaboratprs at ETH, outside of the United States andv 
therefore, not subject to the foreign filing requirements 
of the US patent laws and regulations. This opinion was 
formed in good faith and, based upon my personal knowledg.e 
of the subject matteer of the Eurdi?ean patent application 
in 'light of /ttee' research' oonducte^^ andSmy . 
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coiiabcrators . at ECT Therefore^w^ ^fiM^n^^ of the European 
patent appllGatiGn without a US fO:re%n filing license was 
without deceptive intent. 



6.. After the filling of the. European patent 
application:^.! and;^mJ^^■90'"i:n ,£ ^^rth^x ^ 

research on the s:(ibjeot matter of the invention, including 
research. •. cohdu:cted inv.,the United. Sta^teJs . The . above- 
referenced US patent Application contains subject matter 
resulting fr^m our wdrik at- ETH a^s weil as, from^ bur work in 
the United States.. 

' • J,:^-'' Thevssubject'.ir^tte of the .a|sove~.refeirenceci U.S. 
patent applicatibn. was not under a secrecy order at the 
'tiTfe It-was- iledU^^^ fsot now^ under, a secrepy order. 

8 . Air statements made herein are made based upon 
information and belief^ and are believed to be true, and 
that this declaration is made with the knowledge that 

' willful--=fa:il:sie:. statements v^^^^ the. I:i5<;fe- ar^ ..punishable by 
fine or imprisonpBnt^ ^pr ^b^^^ (18 U.$ .C. iOOl) , and may 
jeopardize the "val^idity of- "the ^pp:liSatioh or . .any patent:--';; 
issuing thereon. ; 

Subscribed this 1^ pay of July, .2^05. 





Constaritine P, Grigoropoulos 
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IN THE UNITED STATES 
PATENT AND TRADEMARK OFFICE 



PATENT APPLICATION 

Applicants: Constantine P. GRIGOROPOULOS , Nicole R. BIERI, 
Dimos P0X7LIKAK0S, Jaewon CHUNG 

Atty. Doc. No.: UCB-6 (BOl-108) 

Serial No.: 10/621,046 Filed: July 16, 2003 

Group Art Unit: 2813 Confirmation No.: 8907 

Examiner: 

Title: A METHOD FOR PRODUCING A STRUCTURE USING 
NANOPARTICLES 

Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 
SIR: 

Declaration of George Wolken, Jr. 
in Support of Petition for 
Retroactive Foreign filing License 

I, the undersigned George Wolken, Jr., hereby declare and 
affirm as follows: 

1. I am a patent attorney registered to practice before 
the United States Patent and Trademark Office ("USPTO"), Reg. 
No. 30,441, and Of Counsel with the firm of Michaelson & 
Associates, USPTO Customer No. 007265. I have personal 
knowledge of the facts and circumstances surrounding the 
preparation, filing and prosecution of the above-identified 
application before the USPTO. 
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2. On or about June 13, 2003, the firm of Michaelson & 
Associates was retained by the Regents of the University of 
California on behalf of the University of California-Berkeley 
("UC-B") to prosecute the above-identified patent application, 
and I was designated lead attorney to handle this matter. A US 
patent application was filed July 16, 2003 and received 
application serial number 10/621,046 (" '046"). A foreign 
filing license for this application was granted on November 23, 
2003. No secrecy order has been imposed on the '046 
application. 

3. The '046 application was filed including subject 
matter from European Patent Application No. 01 100 537.8 
("EPA") as well as subject matter developed by the named 
inventors following the filing of the EPA. The EPA has 
previously been made of record in this case. 

4. Based on information received during interviews with 
UC-B inventors, I concluded that the subject matter contained 
in the EPA was not invented in the US but derived from research 
activities occurring in Switzerland while UC-B researchers were 
temporary visitors at the Eidgenossische Technische Hochschule 
("ETH") in Zurich, Switzerland. I also concluded from the same 
information that research activities conducted in the US 
contributed to subject matter contained in the '046 
application. 

5. UC-B and ETH entered into an Inter-Institutional 
Agreement ("IIA") on July 6, 2004 related to the subject matter 
of the EPA and the '046 application. This IIA recites that 
research conducted both at ETH and at UC-B led to an 
"Invention" that is the subject matter of both the EPA and US 
patent applications. The first two pages of the IIA are 
attached hereto. I had no part in the negotiation or drafting 
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of the IIA and was not aware of its contents until after it had 
been executed th# parties. 

6. I decided that the recitations in the IIA cast doubt on 
my conclusion that the subject matter of the EPA was invented 
outside the US. Rather than perpetuate such uncertainty, I 
concluded that seeking a retroactive foreign filing license 
pursuant to 35 U.S:e, § 184^ was the; prdper course under statute 
and regulations. No secrecy order had been imposed and the 
subject matter had been granted a foreign filing license oil 
November 23, 2003, Thfe petition for a'retii^oactive foreign 
filing license -was <diMgently :30ught following' -the-^ IIA. and 
filed August 11, 2^1^<k.j -'i.; ^ 

Ail at^t'ement% made h^re:in -are. .made . b^sed 
informatiori-and^beilef believed. t<?^..be- true^ and that 

this declaration is made with the .kno^^ledge that willful false 
statements and the liKe are pxani^l^ble by fine or imprlsoranent, 
or both (18^ U.S-C; lOOi) , and may jeopardize the validity of 
the applicatiqii or any patent issuing thereon. 




Qieprge W<>lken^ Jr. 



Attachment; intear-Institu^^^ and 2 . 
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UNIVERSITY OF CALIFORNIA, BERKELEY 
OFFIlPE OF TECHNOLOGY LICENSING 




T toter-institiitional Agreement for 
J»i«dufittgiaStruclure^!UsiD&^N^^^ 



UG Case No; BO l-108 

ETH Zurich Reference: 1-009 



This a^ment is effective f W«««ve ® ate^and is by and between, THE 

REGENTS OF THE WI^RSIlf OF CM.If0 a Califonria Coii»oration, whose 
legal adte is 1 11 ^Franldin Stteet,i 12th Floors i>akiai#fe€a^ 94607-5300, actiiig 
through its ©ffice of Teimolbgjf 

Shattuck Avenue, Suiteio»Beiel?y, CA 94720^1620, C'WSEIsrrS") and Etdgenossische 
TechBische Htfchschule Ziirich, represented by Prof. Dr. Dimes Poulikakos, Institute of 
; Energy Technology, whos^legal a<aiess is ETH^ZentruA M| J 36, Sonn^ggstrasse 3, CH^8092 
Zurich, C'ETH Zurich"). 

BACK<3RpUND ■ .. / . , -.^ . 

Certain research conducted at the University of California (UC) by Prof Constantine 
Grigoropoiilds and ©r/ JiaWori Cauiig^w 
me lMv«srsity, and certak research conducts 
Poulikakosiwas supported by ITH Zurich. 

JUL 2 6 2005 
OFFICE OF PETmOWS 



iMer^nsijtutlonal Agreement I UC Case Ho. BOl-108 
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) 

The research resulted in the development of fabrication of structures using nanoparticles, 
described in UC Case No, BOI '108, ETH Zurich Reference T-01-009 (**Invention"), invented by 
Pro£ Gonstantine ©rigorbpoulos and Di^ Jaewon Chung of UC and Nicole Bieri and Dimos 
PouHfcafcos of ETH Zurich 

Prof. Gonstantine Grigoropoulos and Dr. Jaewon Chung have each a^eed to assign toeir 
rights in the Invention to REGEl^ 

Mcible Bieri and ©imds J^ulikakps have each agreed to assign their undividted patent rights 
in fkt Invehtibh to ETH Zurichv^ s^ |o the patent policy of that institutioh; 

ETM Ziirich authorizdi the filtog of apatent kpplication with the European Patent 0fBce, 
claiming the Inventioti, aiid such^EPO plication was filed on October 1, 2001, 

UG authorized thie filing dfsiutility p application with the U.S, Patent and Trademark 
Ofifice, claiming the Inventioii and including imjprovements tnade by the invdtitors since the filing 
of the EPO^plicatiori, and such U.S: application was filed on July 16, 2003. 

Concuitently with the US filing, ETH authorized filing in the EPO of a continuation also 
claiming the improvements. 

it is the mutual desire of the parties that ETH Zurich will take responsibility for obtaining and 
maintaining patent protection in territories of the EPO, arid UC will be responsible for obtaining 
and maintaining patent protection in t^^ 

It is further the desire of the pardite that licensing and cbmmercializatidn of the Invention be 
managed by REGENTS dnijdialf oitK)th parties, subject to any overriding obligations of 
ilEGEMS and^^^ Zuridlvto thie spionsors of the tesi^h; and to tiiiat ei^ ElB Zurich agrees 
not to gjrant to any per^oa[(other thanREGENTS) any xigjht, title, or intei^t in and to the 
Invention or the Pabh^^^^ 

NOW, IHEREFORE, for and in consideration the mutual cbveihants and promises^ 
REGENTS and ETH 

L DEFINITIONS 

LI ■ T'atent Rights'^memls sill^^ri and to the fbllowing: 

a) European Patent ApplicatidnNo. EP 1 223 ei 5,ffiled October 1, 200t; and 

b) United States Patent Appli^^^ 



liitcrTlnstiluiional Agreenient 
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